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™^>yiFn ACTION 



Claim Reie rtim' - fl* l T!iC 9 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly -pointing ; out and 
SdS^cUmta. the subject matter which the applicant regards as h,s mvent.on. 

2. Claims 4, 9-1 1, and 17 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

(a) Claims 4, 9, and 17 each recite improper Markush groups. It is advised that in line 2 of 

each of the claims "of is inserted after "consisting". 

(b) Claim 4 recites that the organic group is selected from "carboxylic acid or esters, acid 
chlorides, sulfonyl chlorides, and derivatives thereof. The scope of the claim is confusing 
because it is not clear what compounds are encompassed by the phrase "derivatives thereof. 
What compounds are considered derivatives? 

Similar questions arise in claims 9 and 17 which also recite the phrase "derivatives 

thereof. 
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rif jin, Rejection * - ™ TJSC S 102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign o^hg 
or on sale in this county, more than one year prior to the date of appl.cat,on for patent ,n the Umted States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the HLJ Inited 
thereof by the applicant for patent. 



4 



Claims 1, 3-9, 21-24, and 34 are rejected under 35 U.S.C. 102(b) as being anticipated by 

Bruhnke (U.S. 5,766,268). 

Bruhnke discloses a method of making a modified pigment, ABXYZ, which comprises 
reacting a chromophore, A, having attached an electrophilic group, B, such as sulfatoethyl 
sulfone, with nucleophilic group, X, which is attached to polyoxyalkylene, Y. It is further 
disclosed that the modified pigment is used in an ink composition (col.2, line 59-col.3, line 15, 
col.4, line 18, col.4, line 45-col.5, line 28, and col.6, line 10). 

In light of the above, it is clear that Bruhnke anticipates the present claims. 

5. Claims 1, 3-5, 8-13, 30-32, and 38-39 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Moffatt et al. (U.S. 6,221,932). 
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Moffatt et al. disclose a method of making a modified pigment comprising reactuig a 
pigment having attached an eiec.rophi.ic functi onal group with a nucieophiUc group-containing 
poiymer such as polyethylene giycoi, polyamine, and polyemyleneimine. The reaction occurs by 
nucieophiUc substitution or acyiation reaction. It is further disciosed tha, the modified pigment is 

suitable for use in ink jet ink (co..4, Une 29-col.5, Hue 41. co..6, lines 50-60, and «L7. lines 53- 

58). 

In light of the above, it is clear that Moffatt et al. anticipates the present claims. 

6. Claims 1 , 3-5, 8-9, 12, 14-15, 20, 30-33, and 38-39 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Ikeda et al. (U.S. 5,952,429). 

Ikeda et al. disclose a method for making a modified pigment comprising reacting a 
carbon black pigment which comprises an dectrophilic functional group with polymer which 
comprises nucieophiUc reactive group. It is disclosed that mis product is then further reacted with 
an additional organic group such as succinic anhydride. The polymers mclude H V(™u,)acrylate 
and polyene glycol. .. is further disclosed mat the modified pigment is suitable for use in 
ink jet ink (col.8, lines 29-36, col.8, line 61-C0..9, Une 2, col..2, lines 23-40, co.,3, lines 36-42, 
col.6, lines 33-38, col.17, lines 3.-62, col.20, lines 17-23, col.30, line 29, col.42, lines 6-15, 
col.43, lines 49-50, and col.54, lines 39-41). 

In light of the above, it is clear that Ikeda et al. anticipates the present claims. 
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7. Claims 1-5, 8-9, 12-13, 26-28, and 36-37 are rejected under 35 U.S.C. 102(b) as being 
anticipated by WO 99/51690. 

WO 99/51690 disclose a method of making a modified pigment comprising reacting a 
pigment having attached chemical group such as benzoic acid which is prepared by reacting a 
diazonium salt having the chemical group with the pigment to produce a modified pigment which 
is then reacted with amine-containing polymer such as polyvinyl alcohol or polyacrylate. The 
pigments include blue, black, brown, red, yellow, etc. pigment including carbon black. It is 
further disclosed that the modified pigment is suitable for use in ink jet ink (page 5, line 25-page 
6, line 8, page 6, lines 28, page 16, lines 6 and 14-16, page 8, lines 23-27, page 9, lines 25-27, 
page 10, lines 4-9, page 12, line 35, example 1, and example 8). 

In light of the above, it is clear that WO 99/51690 anticipates the present claims. 



8. Claims 



1-5, 8-9, 12, and 14-19 are rejected under 35 U.S.C. 102(b) as being anticipated 



by WO 99/31175. 

WO 99/3 1 175 discloses a method of making a modified pigment comprising reacting 
carbon black pigment which has an attached organic group which has an attached ionic group 
with at least one polymer which attaches to the ionic group. The polymer includes polyacrylate, 
the organic group, which is attached by reacting a diazonium salt having the organic group with 
the pigment, includes aromatic and alkyl group substituted with amine, carboxylic acid, sulfonic 
acid, phosphoric acid, acrylate, etc., and the ionic group includes anionic or cationic group such 
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as amine, 



s, carboxylic acid, sulfonic acid, phosphonic acid, etc. (page 4, line 22, page 5, lines 16- 
27, page 6, lines 4-28, page 12, line 14-page 13, line 2, and page 16, lines 8-13). 

In light of the above, it is clear that WO 99/31175 anticipates the present claims. 

9. Claims 1, 3-5, 8-9, and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Kwan (U.S. 6,235,829). 

Kwan discloses a method of making a modified pigment comprising reacting pigment 
which has functional group such as carboxylic, hydroxyl amino, and N, S, or O containing group 
with polymer which has reactive group such as hydroxyl, carboxylic, isocyanate, and amino 
group. The polymer includes polyacrylate (col.2, lines 30-50 and col.3, lines 1-21, 27-34, and 
38). 

In light of the above, it is clear that Kwan anticipates the present claims. 

10. Claims 1 and 13 are rejected under 35 U.S.C. 102(b) as being anticipated by Aida et al. 
(U.S. 5,716,435). 

Aida et al. disclose a method of making a modified pigment comprising reacting a 
pigment having attached electrophilic group with a nucleophilic group. The pigments include 
magenta, cyan, and yellow pigments (col.5, lines 10-57). 

In light of the above, it is clear that Aida et al. anticipates the present claims. 
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ri tfn, Rejectio n* - ** TISC S 103 
11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 Determining the scope and contents of the prior art. 

2 Ascertaining the differences between the prior art and the claims at issue. 

3 Resolving the level of ordinary skill in the pertinent art. 

4. Serins objective evidence present in the application indicating obviousness or 
nonobviousness. 

12. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 
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13. Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bruhnke (U.S. 
5,766,268) in view of Moffatt et al. (U.S. 6,221,932). 

The disclosure with respect to Bruhnke in paragraph 4 above is incorporated here by 

reference. 

The difference between Bruhnke and the present claimed invention is the requirement in 

the claims of specific type of polymer. 

Moffatt et al., which is drawn to ink composition comprising modified pigment, disclose 
attaching polymer such as polyethyleneimine to pigment in order to produce an ink with 
increased smearfastness, enhanced print quality, and improved bleed control. Moffatt et al. 
further disclose the equivalence and interchangeability of polyoxyalkylene, as disclosed by 
Bruhnke, with polyethyleneimine (col.l, lines 15-23, col.5, lines 43-44 and 53, and col.6, lines 
50-60). 

In light of the motivation for using specific type of polymer disclosed by Moffatt et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such polymer in the pigment of Bruhnke in order to produce an ink with increased smearfastness, 
enhanced print quality, and improved bleed control, and thereby arrive at the claimed invention. 

14. Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over WO 99/51690 in 
view of Moffatt et al. (U.S. 6,221,932). 
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The 



disclosure with respect to WO 99/51690 in paragraph 7 above is incorporated here by 



reference. 

The difference between WO 99/51690 and the present claimed invention is the 
requirement in the claims of specific type of polymer. 

Moffatt et al., which is drawn to ink composition comprising modified pigment, disclose 
attaching polymer such as polyethyleneimine to pigment in order to produce an ink with 
increased smearfastness, enhanced print quality, and improved bleed control. Moffatt et al. 
further disclose the equivalence and interchangeability of polyvinyl alcohol, as disclosed by WO 
99/51690, with polyethyleneimine (col.l, lines 15-23 and col.5, lines 49 and 52). 

In light of the motivation for using specific type of polymer disclosed by Moffatt et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such polymer in the pigment of WO 99/51690 in order to produce an ink with increased 
smearfastness, enhanced print quality, and improved bleed control, and thereby arrive at the 
claimed invention. 

15. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bruhnke (U.S. 
5,766,268). 

The disclosure with respect to Bruhnke in paragraph 4 above is incorporated here by 

reference. 
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The difference between Bruhnke and the present claimed invention is the requirement in 
the claims of using the modified pigment in ink jet ink. 

Bruhnke discloses that the modified pigment is suitable for use in ink (col.6, line 9-10), 
but does not explicitly disclose the use of ink jet ink. 

However, it would have been within the skill level of one of ordinary skill in the art to 
recognize that the broad disclosure of ink by Bruhnke encompasses all types of ink including ink 
jet ink. Therefore, it would have been obvious to one of ordinary skill in the art to use the 
modified pigment of Bruhnke in any type of ink, including ink jet ink, and thereby arrive at the 
claimed invention. 

16. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Tsang etal. (U.S. 6,150,433) disclose modified pigment formed by attaching polymer to 

pigment via an olefinic group. 

Batlaw et al. (U.S. 5,919,846) disclose a colorant which is the addition product of an 
organic chromophore with at least one hydroxyl or amine substituent, a polyisocyanate, and 

carboxylic acid. 

17. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Callie Shosho whose telephone number is (703) 305-0208. The examiner 
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can normally be reached on Mondays-Thursdays from 7:00 am to 4:30 pm. The exammer can 
also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 305-3599. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661 . 

0,1,16 Shosho ^*SS»* 



